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Application No.: 10/760,179 

Filing Date: January 16, 2004 

Applicant: WILLIAM V. ALCINI, et al. 

Group Art Unit: 2837 

Examiner: Edgardo San Martin 

Title: DYNAMIC EXHAUST SYSTEM FOR ADVANCED 
INTERNAL COMBUSTION ENGINES 

Attorney Docket: 2001 U-001 640 



Mail Stop APPEAL BRIEF-PATENTS 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

APPEAL BRIEF 

Sir: 

This is an appeal from the final rejection of claims 1-24 under 35 U.S.C. §102(b) 
mailed October 13, 2006. 

I. REAL PARTY IN INTEREST 
The real party in interest is Tenneco Automotive Operating Company Inc., a 
Delaware corporation, having a place of business in Lake Forest, Illinois. 

II. RELATED APPEALS AND INTERFERENCES 
There are no related appeals or interferences which would directly affect or be 
directly affected by or have a bearing on the Board's decision in the instant Appeal. 

03/14/2007 yftSFflHl 00000040 10760179 

01 FC-1402 500.00 OP 



III. STATUS OF CLAIMS 
No claims have been amended, added or canceled. Originally submitted claims 
1-24 stand rejected and are the subject of this Appeal. 

IV. STATUS OF AMENDMENTS 
In response to the Final Office Action of October 13, 2006, Applicants filed a 
RESPONSE TO OFFICE ACTION by Express Mail on December 13, 2006 traversing a 
rejection of claims 1-24 under 35 U.S.C. §1 02(b). Applicants filed a Notice of Appeal on 
January 16, 2007. By an Advisory Action mailed January 24, 2007, the Examiner 
maintained the rejection of claims 1-24. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 
In independent claim 1, Appellants' claim a method of controlling exhaust flow in 
an exhaust system (100 of Fig. 1; specification Paragraph [0016]) for a 
non-conventional internal combustion power source exhibiting, during operation larger 
ranges of acoustic frequency, flow rate or pressure in exhaust flow than found in 
conventional internal combustion power sources. The method comprises placing a 
passive temperature resistant valve (118 of Fig. 1 or Fig. 2; specification Paragraphs 
[0017]-[0020]) in a path of exhaust gas flow, the valve operative to at least partially alter 
a characteristic of the exhaust gas flow for the larger ranges. 

In independent claim 6, Appellants call for a method of sound control in an 
exhaust system (100 of Fig. 1; specification Paragraph [0016]) for an internal 
combustion power source exhibiting discontinuities in exhaust gas flow during 
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operation. The method comprises placing a passive, temperature resistant valve (118 
of Figs. 1 and 2; specification Paragraphs [0017]-[0020]) in a path of exhaust gas flow, 
the valve operative to at least partially alter restriction of the exhaust gas flow whenever 
a discontinuity occurs. 

In independent claim 16, Appellants call for an arrangement (100 of Fig. 1; 
specification Paragraph [0016]) for controlling exhaust flow in an exhaust system for a 
non-conventional internal combustion power source exhibiting, during operation, larger 
ranges of acoustic frequency, flow rate or pressure in exhaust flows than found in 
conventional internal combustion power sources. The arrangement comprises a 
passive, temperature resistant valve (118 of Figs. 1 or 2; specification 
Paragraphs [0017]-[0020]) positioned in a path of exhaust gas flow, the valve operative 
to at least partially alter a characteristic of the exhaust gas flow for the larger ranges. 

In independent claim 21, Appellants call for an arrangement (100 of Fig. 1; 
specification Paragraph [0016]) for controlling sound in an exhaust system for an 
internal combustion power source exhibiting, during operation, discontinuity in exhaust 
gas flow. The arrangement includes a passive, temperature resistant valve (118 of 
Figs. 1 or 2; specification Paragraphs [0017]-[0020]) positioned in a path of the exhaust 
gas flow, the valve operative to at least partially alter restriction of the exhaust gas flow 
whenever a discontinuity occurs. 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 
The grounds for rejection to be reviewed are: 

1) Anticipation of claims 1-24 under 35 U.S.C. §1 02(b) by Yashiro et al., U.S. 
Patent No. 5,614,699 (Yashiro). 

VII. ARGUMENT 

Rejection Under 35 U.S.C. §102 

Claims 1-24 stand rejected under 35 U.S.C. §1 02(b) as being anticipated by 
Yashiro. The rejection is respectfully traversed. 

In the initial Office Action of May 9, 2006, the Examiner asserted that Yashiro at 
column 1, lines 59 to column 3, line 41, teaches controlling exhaust flow in an exhaust 
system for a non-conventional internal combustion power source. This assertion is 
simply wrong. 

A careful review of the entire Yashiro patent reveals no teaching or suggestion of 
such an environment. Applicants have discovered the benefits of inserting a passive, 
temperature resistant valve at predetermined positions in such a vehicle's exhaust 
system. The specific citation at column 1 to column 3 is merely a discussion of various 
valve designs and valve kinematics. It has nothing whatsoever to do with 
non-conventional engines that either exhibit larger ranges of acoustic frequency, flow 
rate or pressure in exhaust flow than found in convention internal combustion power 
sources or advanced engines exhibiting discontinuities in exhaust gas flow during 
operation, such as found in cylinder deactivation systems and in hybrid vehicles where 
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the internal combustion power source is intermittently switched off and on depending 
upon driving conditions. 

Therefore, there is no teaching or suggestion of at least the following limitations 
from the independent claims: 

Independent Claims 1 and 16 

"exhaust system for a non-conventional internal combustion power 
source exhibiting, during operation, larger ranges of acoustic 
frequency, flow rate or pressure in exhaust flow than found in 
conventional internal combustion power sources" 

Independent Claims 6 and 21 

"exhaust system for an internal combustion power source 
exhibiting discontinuities in exhaust gas flow during operation" 

Without acceding to the correctness of the Examiner's remarks thereover, 

dependent claims 2-5, 7-15 17-20 and 22-24 are likewise believed to be in condition for 

allowance for the same reasons set forth above with respect to their parent independent 

claims. 

Furthermore, with respect to dependent claims 3-5, 9-14 and 18-20, there is 
simply no disclosure or suggestion whatsoever in Yashiro of placing the valve in the 
positions specified in these claims. Yashiro discloses a muffler and does not even 
discuss the overall exhaust system, let alone where to place a valve in that system. 

In the final Office Action, the Examiner then took the position that the recitation of 
the type of engine to which the invention is directed was entitled to little patentable 
weight, because the limitation was set forth in the preamble of the independent claims, 
citing Kropa v. Robie, 88 U.S.P.Q. 478 (CCPA 1951). 
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In On Demand Machine Corp. v. Ingram Industries Inc., 78 U.S.P.Q. 2d, 1428 
(Fed. Cir. 2006), it is noted that the preamble serves to focus the reader on the 
invention that is being claimed. Indeed, this case cites the case cited by the Examiner 
in the final rejection by noting that Kropa calls for an inquiry as to whether the preamble 
is "necessary to give life, meaning and vitality to the claims". This is precisely the case 
with Appellants' claimed invention. As in On Demand, Appellants' preamble serves to 
focus the reader on the invention that is being claimed. For example, in Appellants' 
independent claim 1 , the very thrust of the invention is to alter a characteristic of the gas 
flow for the larger ranges of acoustic frequency found in non-conventional internal 
combustion power sources as called for in the preamble. Indeed, each independent 
claim of Appellants' instant application has a term in its body that refers back to the 
preamble. The entirety of the claim implements the preamble's environment and is 
therefore evidence that the preamble of Appellants' claims indeed is a limitation 
distinguishing them from the prior art. As pointed out previously, Yashiro is totally 
devoid of any teaching or suggestion of use of apparatus disclosed therein in 
conjunction with non-conventional internal combustion power sources exhibiting during 
operation larger ranges of acoustic frequency, flow rate or pressure in exhaust flow than 
found in conventional internal combustion power sources. 

The Board is also directed to General Electric Co. v. Nintendo Co., 
50 U.S.P.Q. 2d, 1910 (Fed. Cir. 1999), wherein it was held that the claim preamble did 
not merely state a purpose or intended use, but rather the words give "life and meaning" 
to the claim as called for by the Kropa test. 
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Finally, the Board is directed to Eaton Corp. v. Rockwell International Corp., 
66 U.S.P.Q. 2d, 1271 (Fed. Cir. 2003), wherein the preamble of a method claim in that 
case required manipulation of particular structures or alteration of items specifically set 
forth in the preamble and therefore served as an example of using both the preamble 
and body of the claim to define the subject matter of the claimed invention, as opposed 
to a preamble reciting an intended use for the invention that is defined in its entirely by 
the claim body. 



The Examiner's rejections of claims 1-24 under 35 U.S.C. §1 02(b) are improper. 
The cited reference fails to disclose or suggest all the limitations of Appellants' claims. 
Accordingly, it is submitted that the Examiner has failed to establish a prima facie case 
of anticipation, and the Examiner's rejection of claims 1-24 should be reversed. 



Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248) 641-1600 

GKH/al 



CONCLUSION 



Respectfully submitted, 



Dated: 





Gordon K. Harris, Jr. 
Reg. No. 28615 
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CLAIMS APPENDIX 
Claims on Appeal 

1. A method of controlling exhaust flow in an exhaust system for a 
non-conventional internal combustion power source exhibiting, during operation, larger 
ranges of acoustic frequency, flow rate or pressure in exhaust flow than found in 
conventional internal combustion power sources, the method comprising: 

placing a passive temperature resistant valve in a path of exhaust gas 
flow, the valve operative to at least partially alter a characteristic of the exhaust gas flow 
for the larger ranges. 

2. The method of claim 1 wherein the characteristic of the exhaust gas flow 
comprises at least one of flow restriction, flow reflection and flow direction. 

3. The method of claim 1 wherein the passive, temperature resistant valve is 
placed nearer to a midpoint of the exhaust system than to an endpoint thereof. 

4. The method of claim 1 wherein the passive, temperature resistant valve is 
placed substantially at a midpoint of the exhaust system. 

5. The method of claim 1 wherein the passive, temperature resistant valve is 
placed between a midpoint of the exhaust system and the non-conventional power 
source. 



6. A method of sound control in an exhaust system for an internal 
combustion power source exhibiting discontinuities in exhaust gas flow during 
operation, the method comprising: 

placing a passive, temperature resistant valve in a path of exhaust gas flow, the 
valve operative to at least partially alter restriction of the exhaust gas flow whenever a 
discontinuity occurs. 

7. The method of claim 6 wherein the passive, temperature resistant valve 
increases restriction of exhaust gas flow whenever a discontinuous decrease in exhaust 
gas flow rate occurs. 

8. The method of claim 7 wherein the passive, temperature resistant valve 
restricts exhaust gas flow via a valve surface extending substantially perpendicular to a 
longitudinal axis of exhaust flow. 

9. The method of claim 6 wherein the passive, temperature resistant valve is 
placed nearer to a midpoint of the exhaust system than to an endpoint thereof. 

10. The method of claim 8 wherein the passive, temperature resistant valve is 
placed nearer to a midpoint of the exhaust system than to an endpoint thereof. 



1 1 . The method of claim 6 wherein the passive, temperature resistant valve is 
placed between a midpoint of the exhaust system and the internal combustion power 
source. 

12. The method of claim 6 wherein the passive, temperature resistant valve is 
placed substantially at a midpoint of the exhaust system. 

13. The method of claim 8 wherein the passive, temperature resistant valve is 
placed substantially at a midpoint of the exhaust system. 

14. The method of claim 8 wherein the passive, temperature resistant valve is 
placed between a midpoint of the exhaust system and the internal combustion power 
source. 

15. The method of claim 8 wherein the valve surface is positioned in a 
resonator having an inlet coupled to an interior conduit extending into the resonator and 
terminating in the resonator adjacent to the valve surface. 

16. An arrangement for controlling exhaust flow in an exhaust system for a 
non-conventional internal combustion power source exhibiting, during operation, larger 
ranges of acoustic frequency, flow rate or pressure in exhaust flows than found in 
conventional internal combustion power sources the arrangement comprising: 



a passive, temperature resistant valve positioned in a path of exhaust gas flow, 
the valve operative to at least partially alter a characteristic of the exhaust gas flow for 
the larger ranges. 

17. The arrangement of claim 16 wherein the characteristic of the exhaust gas 
flow comprises at least one of flow restriction, flow reflection and flow direction. 

18. The arrangement of claim 16 wherein the passive, temperature resistant 
valve is placed nearer to a midpoint of the exhaust system than to an endpoint thereof. 

19. The arrangement of claim 16 wherein the passive, temperature resistant 
valve is placed substantially at a midpoint of the exhaust system. 

20. The arrangement of claim 16 wherein the passive, temperature resistant 
valve is placed between a midpoint of the exhaust system and the internal combustion 
power source. 

21. An arrangement for controlling sound in an exhaust system for an internal 
combustion power source exhibiting, during operation, discontinuity in exhaust gas flow, 
the arrangement comprising: 

a passive, temperature resistant valve positioned in a path of the exhaust gas 
flow, the valve operative to at least partially alter restriction of the exhaust gas flow 
whenever a discontinuity occurs. 



22. The arrangement of claim 21 wherein the passive, temperature resistant 
valve increases restriction of exhaust gas flow whenever a discontinuous predetermined 
decrease in exhaust gas flow rate occurs. 

23. The arrangement of claim 22 wherein the passive, temperature resistant 
valve restricts exhaust gas flow via a valve surface extending substantially 
perpendicular to a longitudinal axis of exhaust flow. 

24. The arrangement of claim 23 wherein the valve surface is positioned in a 
resonator having an inlet coupled to an interior conduit extending into the resonator and 
terminating in the resonator adjacent to the valve surface. 
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